The opinion in support of the decision being entered today was not witten for
publication and is not binding precedent of the Board.
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ON BRI EF

Bef ore NASE, CRAWORD, and BAHR, Adm ni strative Patent Judges.
CRAWFORD, Admi ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 20, which are all of the clains
pending in this application.

The appellant's invention relates to an internedi ate for
maki ng repositionabl e or renovabl e adhesi ve backed | abels. An
under standi ng of the invention can be derived froma reading
of exenplary claim1l1, which appears in the appendix to the

appel lant's bri ef.
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The prior art

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Cr oss 4,863,772 Sep. 5,
1989

St ewart 5, 482, 328 Jan. 9,
1996

The rejection

Clainms 1 through 20 stand rejected under 35 U.S.C. § 103
as being unpatentable over Stewart in view of Cross.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellant regardi ng the above-noted
rejection, we nake reference to the answer for the examner’s
conpl ete reasoning in support of the rejection (Paper No. 8)
and to the brief (Paper No. 7) and reply brief (Paper No.?9)

for the appellant's argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms, to the applied prior art references, and to the

respective positions articulated by the appellant and the
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exam ner. As a consequence of our review, we nake the

deterni nati ons which foll ow
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The rejection in this case is under 35 U.S.C. § 103.
Initially we note that when it is necessary to select elenents
of various teachings in order to formthe clained invention,
we ascertain whether there is any suggestion or notivation in
the prior art to nake the sel ection nmade by the appellant.

Qobvi ousness cannot be established by conbining the teachings
of the prior art to produce the clained invention, absent sone
t eachi ng, suggestion or incentive supporting the conbination.
The extent to which such suggestion nust be explicit in, or
may be fairly inferred from the references, is decided on the
facts of each case, in light of the prior art and its
relationship to the appellant’s invention. As in al

det erm nati ons under

35 U.S.C. 8 103, the decision maker nust bring judgnment to
bear. It is inperm ssible, however, sinply to engage in a

hi ndsi ght reconstruction of the clained invention, using the
appellant’s structure as a tenplate and selecting el enents
fromreferences

to fill the gaps. The references thensel ves nust provide sone
t eachi ng whereby the appellant’s conbinati on woul d have been

obvious. 1n re Grman, 933 F.2d 982, 986, 18 USPQ2d 1885,
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1888 (Fed. Cir. 1991) (citations omtted). That is, sonething
in the prior art as a whole nmust suggest the desirability, and
t hus the obviousness, of making the conbination. See In re
Beattie, 974 F.2d 1309, 1312, 24 USPQ2d 1040, 1042 (Fed. Cr

1992); Lindemann
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Maschi nenfabri k GrbH v. Anerican Hoist and Derrick Co., 730

F.2d 1452, 1462, 221 USPQ 481, 488 (Fed. Cir. 1984). In
det erm ni ng obvi ousness/ nonobvi ousness, an invention nust be
considered "as a whole,” 35 U S.C. §8 103, and cl ai ns nust be

considered in their entirety. Medtronic, Inc. v. Cardiac

Pacemakers, Inc., 721 F.2d 1563, 1567, 220 USPQ 97, 101 (Fed.
Gr. 1983).

The exam ner is of the opinion that the Stewart reference
di scl oses:

. . . a business formw th a renovable

| abel conprising a first paper |ayer (60),
a liner material layer (59), a pernmanent
adhesi ve | ayer (80), a renovabl e adhesive
| ayer (82), and a second paper |ayer (12).
[ Exam ner’ s answer at page 4].

The exam ner, recognizing that Stewart does not disclose
a permanent adhesive release material |ayer, relies on Cross
for teaching of a permanent adhesive release material |ayer
for use in a rolled internedi ate and concl udes:

It woul d have been obvious to one having
ordinary skill in the art at the tinme the
i nventi on was made to have provided the

| abel stock of Stewart with the rel ease
material of Cross to enable the
internediate to be processed in a rolled
configuration and easily unrolled when
desired. [ Exam ner’ s answer at page 4].
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The appel | ant argues that there is no teaching for
utilizing non-highly calendered liner material in Stewart.
In regard to the recitation in both independent clains 1 and
14 of a liner material having a non-highly cal endered texture,
t he exam ner states:

Stewart does not disclose a liner materi al

havi ng a non-highly cal endered texture. It
woul d have been obvi ous to one havi ng
ordinary skill in the art at the tinme the

i nvention was made to have provided the

| abel of Stewart with a non-highly

cal endered liner, since calendering is a
wel I known process in the |abel art, and it
woul d have been within the |evel of
ordinary skill in the art to have provided
a liner with an amount of cal endering
suitable for its end use. [Exam ner’s
answer at page 4].

However, there is no disclosure in Stewart about the need
for non-highly calendered liner material. |In fact, the
Stewart reference does not nention cal endering of the |iner at
all. There is no evidence that the end use of the liner in
the Stewart reference would require non-highly cal endered
liner material. As such, in our view, there is no suggestion

to utilize non-highly calendered liner material in Stewart.
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W have reviewed the disclosure of Cross and find that it
does not cure the deficiencies noted above for the Stewart
reference. Therefore, we will not sustain the rejection of
claims 1 and 14 or clains 2 through 13 and 15 through 20

dependent therefrom
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The decision of the exam ner i s reversed.

REVERSED

JEFFREY V. NASE
Adm ni strative Patent Judge

BOARD OF PATENT

MURRI EL E. CRAWORD APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JENNI FER D. BAHR
Adm ni strative Patent Judge
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MEC/jrg
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NI XON AND VANDERHYE
1100 NORTH GLEBE RD 8TH FLOOR
ARLI NGTON, VA 22201-4714
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